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Speed is almost always of the essence for the victim of trade secret misappropriation. Many
companies ground their business in proprietary information that, if made public, would make the
exclusive product or service those companies provide a commodity good. The International Trade
Commission provides a lightning fast mechanism to address trade secret misappropriation and stop
foreign goods embodying misappropriated trade secrets from entering the United States, and thus it
is no surprise that when trade secret misappropriation takes place abroad, companies turn to the ITC
for relief. A recent decision by the United States District Court for the Eastern District of Wisconsin
makes the ability of the ITC to address trade secret misappropriation even stronger by finding, for the
first time, that ITC determinations may have preclusive effect in United States District Court.

On December 11, 2017, in Manitowoc Cranes LLC v. Sany America Inc. and Sany Heavy Industry
Co., Ltd., No. 1:13-cv-00677 (E.D. Wisc. Dec. 11, 2017), the Eastern District of Wisconsin found that
defendants Sany America Inc. and Sany Heavy Industry Co., Ltd. (together, “Sany”) were precluded
from re-litigating in the district court claims of trade secret misappropriation brought by plaintiff
Manitowoc Cranes LLC (“Manitowoc”) previously at the ITC. In June 2013, Manitowoc filed a Section
337 complaint in the ITC alleging trade secret misappropriation against Sany relating to certain
crawler cranes and components thereof. In July 2014, the ALJ issued an initial determination finding
that Sany misappropriated Manitowoc’s trade secrets. This findings was subsequently upheld by the
commission and Federal Circuit. Following the Federal Circuit’s affirmance, the co-pending Eastern
District of Wisconsin action, which had been stayed pending the ITC Investigation, was reopened.

After making an initial finding that “ITC determinations regarding the unfair trade practices of trade
secret misappropriation are entitled to preclusive effect,” the Eastern District of Wisconsin analyzed
the elements of collateral estoppel under Seventh Circuit precedent to find that (1) the issue sought
to be precluded was the same as the issue in the ITC, because Sany did not identify any substantial
difference between the Uniform Trade Secrets Act (on which the ITC decision rested), and
Wisconsin’s version of the UTSA (on which the district court action was premised), (2) the issue was
actually litigated in the ITC, (3) the determination of the issue in the ITC was essential to the final
judgement, and (4) Sany, the party against whom estoppel is invoked, was fully represented in the
ITC action.
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The Manitowoc Cranes decision provides an opportunity for victims of trade secret misappropriation
who are seeking injunctive relief and monetary damages in district court to potentially save significant
time and money. In the ITC, a complainant can gain necessary discovery underlying a trade secret
claim in as fast as 6 months, and obtain a final judgement in as fast as 16 months. This is
considerably faster than the pace of trade secret cases in federal and state court that may take years
to complete. Litigants planning to pursue this strategy would be wise to consider filing suit under the
Defend Trade Secrets Act. The DTSA, which is about two years old now, created a federal cause of
action for trade secret misappropriation. Litigants employing a joint ITC/U.S. District Court strategy for
trade secret litigation should consider litigating their trade secret claims in the ITC under the DTSA,
as a finding of trade secret misappropriation under the DTSA may be more easily translatable to a
later U.S. District Court action where the DTSA also provides a cognizable cause of action. The ITC
is well suited for companies with a domestic industry in the United States to adjudicate their dispute
on an expedited basis.
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