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The Federal Circuit has recently denied Abraxis Bioscience, Inc.’s (“Abraxis”) bid for panel
rehearing and rehearing en banc in its dispute with Navinta LLC (“Navinta”).1 The decision of the
Court to deny rehearing in any form is important because the denial leaves unchanged the Court’s
decision from November 2010 regarding patent assignments.

The Federal Circuit’s decision in Abraxis Bioscience, Inc. v. Navinta LLC in November 2010
dismissed Abraxis’ claim for lack of standing after Navinta appealed a district court’s judgment of
direct and indirect infringement of Abraxis patents directed toward pain management drug products.2

On appeal, the Federal Circuit dismissed the case without prejudice and vacated the district court’s
decision based on Abraxis’ lack of standing. The Federal Circuit held that, as a matter of federal law,
Abraxis lacked standing because it did not have legal title to the patents at the time the suit was
brought.

Abraxis acquired title to the patents through a multitiered trail of assignments that began with an Asset Purchase Agreement between Abraxis and AstraZeneca. The two parties ultimately assembled and executed the assignments properly to convey the rights in the asserted patents from the original inventor and assignee to Abraxis, but this did not occur,
said the Federal Circuit, until after the patent infringement suit had been filed.

The Federal Circuit carefully analyzed the specific language of the assignment documents and stated that, despite state law allowing transactions to be given legally binding retroactive effect, the after-suit assignment did not give Abraxis the legal title required for standing to bring a patent infringement suit. The opinion stated, “[A]lthough state law governs the interpretation of contracts generally…the question of whether a patent assignment clause creates an automatic assignment or merely an obligation to assign is intimately bound up with the question of standing in patent cases. We have accordingly
treated it as a matter of federal law.”

3

The Federal Court’s decision hinged on the language of the Asset Purchase Agreement, which stated that AstraZeneca “shall, or shall cause” the transfer of the patent rights to Abraxis. This language created only an expectancy interest and not an actual transfer until the subsequent assignment documents were executed. The Federal Circuit’s decision is reminiscent of parts of the chain-of-title dispute that is currently under review by the U.S. Supreme Court in 

Bd. of Trs. of Leland Standford Junior Univ. v. Roche Molecular Sys., Inc.
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The bottom line considering this and previous Federal Circuit holdings is that there are unique situations to the transfer of patents that are governed by the law of the Federal Circuit and not state law. For this reason, an experienced IP attorney should be intimately involved in transactions that involve the transfer of patent rights.

_______________

1 
Abraxis Bioscience, Inc. v. Navinta LLC, No. 2009-1539, 2011 LEXIS 5006 (Fed. Cir. Mar. 14, 2011).

2 
Abraxis Bioscience, Inc. v. Navinta LLC, 625 F.3d 1359 (Fed. Cir. 2010).
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Id. at 1364.

4
 583 F.3d 832 (Fed. Cir. 2009); see Vedder Price IP Strategies, December 2010.
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