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Takeaway: The Board may exercise its discretion in denying institution of a proceeding that is based
on arguments that have already been presented to the Patent Office during prosecution and
subsequently rejected.

In its Decision, the Board denied institution of inter partes review of claims 1-3 and 5-7 of the ‘738
patent.  Petitioner argued that the ‘738 patent was not entitled to the benefit of an earlier application
based on a lack of written description support.  Thus, based on the alleged later priority date,
Petitioner argued that a PCT publication anticipated the challenged claims.

Patent Owner responded that the very same arguments were presented during the prosecution of the
‘738 patent and were found to be unpersuasive by both the Examiner and the Supervisor Patent
Examiner. The Board agreed with Patent Owner and, in light of the Examiner’s and his supervisor’s
rejection of Petitioner’s arguments, exercised its discretion and denied the Petition under 35 U.S.C. §
325(d).
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